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DETAILED ACTION 

1 . Claims 1-34 are presented for examination. 

Priority 

2. No claim for priority has been made in this application. 

3. The effective filing date for the subject matter in the pending claims in this 
application is 08/06/2001. 

Drawings 

4. The Examiner contends that the drawings submitted on 08/06/2001 are 
acceptable for examination proceedings. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 20 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

7. As per claim 20, claim 20 recites both an apparatus ("The system of claim 
15") and a process step ("saving a configuration of delivery option settings that is 
associated with a first set of addresses"). A claim reciting both an apparatus and 
the method steps of using the apparatus is indefinite. See In Ex parte Lyell, 17 
USPQ2d 1548 (BPAI 1990). 

8. Claim 21 is rejected based on its dependency on claim 20. 

9. For the purpose of examining claims 20 and 21 , claim 20 will be construed 
as if written "20. The system of claim 15, further comprising means for saving a 
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configuration of delivery option settings that is associated witli a first set of 
addresses." 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United 
states only if the international application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 

11. Claims 1,2, 15, and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Johnson et al, (US Patent 5,694,616) hereinafter Johnston. 

12. As per claim 1 , Johnson discloses a method for selectively applying a 
delivery option (Fig. 2; col. 2, lines 5-10; "RP attribute") to an email comprising 
the steps of: 

(a) listing email addresses (Fig.2, step 220); 

(b) selecting a plurality of said email addresses in the course of 
composing an email message (Fig. 2, step 225); 

(c) selectively applying the delivery option to one or more, but not all, of 
said plurality of email addresses (Fig. 2, step 235, col. 4, lines 4-6); and 

(d) sending the email to said plurality of email addresses (Fig. 2, step 

240). 
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13. As per claim 2, Johnson discloses the method of claim 1 , further 
comprising listing email addresses on a computer screen (col. 3, lines 63-67; Fig. 
1 . item 30a). 

14. As per claims 15 and 16, claims 15 and 16 are apparatus claims which 
carry out the means described in claims 1 and 2. Johnson describes a computer 
network system for carrying out the method of claims 1 and 2 (Fig. 1). Claims 15 
and 16 are rejected for the same reasons as claims 1 and 2. 

15. Claims 9, 13, 14, 23, 27, and 28 are rejected under 35 U.S. C. 102(e) as 
being anticipated by Gupta (US Published Application 2002/0194341). 

16. As per claim 23, Gupta discloses a system for selectively applying a 
delivery option to addressees in an email, comprising: (a) means for displaying 
an address book (Fig. 5); (b) means for choosing addressees from the address 
book (Fig. 5, Paragraph 0042); (c) means for setting a flag indicating that more 
than one addressee has been chosen (Fig. 10, block 1030); (d) means for 
displaying an email delivery options selection window if said flag is set (Fig. 5, 
window for selection options; Paragraph 0049, opportunity to review each version 
may be presented if multiple addressees are given); (e) means for selectively 
applying delivery options to each of the addressees (Paragraph 0049; each 
recipient receives a copy of the message formatted to his/her specific settings); 
and (f) means for sending the email (Paragraph 0069). 

1 7. As per claim 9, claim 9 describes the method carried out by the apparatus 
of claim 23. Claim 9 is rejected for the same reasons as claim 23. 
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18. As per claim 27, Gupta discloses the system of claim 23, further 
comprising means for saving a configuration of delivery option settings that is 
associated with a first set of addressees (Paragraph 0066; configurations or 
options associated with a stored list of addresses are retrieved implying that they 
were previously saved). 

19. As per claim 28 Gupta discloses the system of claim 27, further 
comprising means for matching a second set of addressees with the first set of 
addresses and automatically setting delivery options saved with respect to the 
first set of addressees (Paragraphs 0067-0068). 

20. As per claims 13 and 14, claims 13 and 14 claim the method carried out 
by the apparatus described in claims 27 and 28 respectively. Claims 13 and 14 
are rejected for the same reasons as claims 28 and 27. 

Claim Rejections - 35 USC § 103 

21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

22. Claims 3 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. (US Patent 5,694,616) hereinafter Johnston in 
view of Shaw et al. (US Patent 6,247,045) hereinafter Shaw. 
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23. As per claim 17, Johnson fails to explicitly teach the system of claim 15, 
further comprising means for sending a separate email for a group of addresses 
that have the same delivery option configuration. 

24. Shaw teaches sending a separate email for groups of addresses that are 
receiving identical messages (col. 7, lines 1-30). 

25. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Shaw to send a 
separate email for each group of addressed receiving the same delivery option 
configuration because they both deal with sending emails to groups of recipients. 
Furthermore, the teaching of Shaw to generate a single email message for all 
addresses receiving the same content would allow conserve bandwidth and 
server resources on the sender's system while still allowing sending messages 
with a variety of delivery options. 

26. As per claim 3, claim 3 describes the method carried out by the apparatus 
of claim 17. Claim 3 is rejected for the same reasons as claim 17. 

27. Claims 4 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. (US Patent 5,694,616) hereinafter Johnston in 
view of Collins et al. (US Published Application 2002/0013817) hereinafter 
Collins. 

28. As per claim 18, Johnson fails to teach the system of claim 15, further 
comprising means for sending a separate email to each address of said plurality 
of addresses. 
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29. Collins teaches a system for sending emails to a group of recipients 
wherein a separate copy of the email is generated and sent to each designated 
recipient (Paragraph 0012). 

30. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Collins to send 
separate emails with selected delivery options set to for each email addressee 
because they both deal with sending emails to multiple addressees. 
Furthermore, the teaching of Collins would allow provide enhanced privacy for 
the recipients by not transmitting their addresses to the other recipients of the 
email (Collins paragraph 0013), 

31 . As per claim 4, claim 4 describes the method carried out by the apparatus 
of claim 18. Claim 4 is rejected for the same reasons as claim 18. 

32. Claims 5. 19, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. (US Patent 5,694,616) hereinafter Johnston in 
view of Thorne et al. (US Patent 5,958,005) hereinafter Thorne. 

33. As per claim 19, Johnson teaches the system of claim 15 including 
selectively applying a delivery option to one or more but not all of a plurality of 
email addresses (Fig. 2, step 235, col. 4, lines 4-6). 

34. Johnson fails to teach selectively applying more than one delivery option 
to less than all of the plurality of email addresses. 

35. Thorne teaches selectively applying more than one delivery option to an 
email address (Abstract; Fig. 3, blocks 304-325; col. 7, lines 6-15). 
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36. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Thorne to 
selectively apply more than one delivery option to one or more of a plurality of 
email addresses because they both deal with applying delivery options to email 
addresses. Furthermore, the teaching of Thorne to apply more than one delivery 
option allows the user to have more control over the handling and delivery of 
email messages sent to recipients (Thorne, col. 2, lines 47-56). 

37. As per claim 5, claim 5 describes the method carried out by the apparatus 
of claim 19. Claim 5 is rejected for the same reasons as claim 19. 

38. As per claim 29, Johnson teaches an email system for selectively applying 
delivery options to an email having a plurality of addressees, comprising: an 
email client (Fig. 1, item 30) operable to display an address list (Fig. 2, steps 
220) and to select addressees for an email (col. 3, lines 49-51); wherein at least 
one of the email client and the email server is operable to selectively apply a 
delivery option to one or more, but not all, of the addressees (Fig. 2, steps 215- 
225; col. 3. line 64-col. 4, line 8). 

39. Johnson fails to explicitly teach an email server in communication with the 
email client and connected to a network. 

40. Thorne teaches a system for applying delivery options to email 
communications (Abstract; col, 2, lines 45-56) including an email server 1 12 in 
communication with an email client 118 and connected to a network 110 (Fig. 1 , 
col. 4, lines 38-56). 
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41 . It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Thorne to 
provide an email server in the system taught by Johnson because they both deal 
with applying delivery options to email addresses. Furthermore, the teaching of 
Thorne to provide an email server in communication with an email client over a 
network would provide a centralized storage for client mail boxes in an 
organization unit allowing setting of email policies and protocols on a group basis 
(Thorne, col. 4, lines 49-61). 

42. Claims 6, 7, 20, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. (US Patent 5,694,616) hereinafter Johnston in 
view of Gupta (US Published Application 2002/0194341). 

43. As per claim 20 as construed, Johnson fails to teach the system of claim 
15, further comprising means for saving a configuration of delivery option settings 
that is associated with a first set of addresses. 

44. Gupta teaches saving delivery options associated with groups of email 
addresses (Paragraph 0066; configurations or options are retrieved implying that 
they were previously saved). 

45. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Gupta to save 
the configuration of delivery options associated with a first set of addresses 
because they both deal with sending email messages to groups of addressees. 
Furthermore, the teaching of Gupta to save the delivery options would make 
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them available for retrieval to assign to future emails to the same addressees 
(Gupta, Paragraph 0067). 

46. As per claim 21 , Johnson fails to explicitly teach the system of claim 20, 
further comprising means for matching a second set of addresses with the first 
set of addresses and automatically setting delivery options saved with respect to 
the first set of addresses. 

47. Gupta teaches matching a second set of addresses with the saved options 
and automatically setting delivery options based on the saved options (Gupta, 
Paragraphs 0067-0068). 

48. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Gupta to save 
the configuration of delivery options associated with a first set of addresses and 
to use the saved configuration to set delivery options on a second set of 
addresses because they both deal with sending email messages to groups of 
addressees. Furthermore, the teaching of Gupta to set delivery options based on 
a saved configuration would allow automatically configuring options for a set of 
email addresses thus saving time and labor for users (Gupta, Paragraph 0069). 

49. As per claims 6 and 7, claims 6 and 7 claim the method carried out by the 
apparatus described in claims 20 and 21 respectively. Claims 6 and 7 are 
rejected for the same reasons as claims 20 and 21 . 

50. Claims 8 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson et al. (US Patent 5,694,616) hereinafter Johnston in 
view of Applicant Admitted Prior Art (AAPA). 
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51 . As per claim 22, Johnson fails to teach the system of claim 1 5, wherein 
the delivery option is selected from delivery confirmation and return receipt. 

52. The AAPA teaches that systems where in which the user selectively 
applies delivery confirmation and return receipt options to an email were well 
known in the art at the time the Applicant made the invention (Background, page 
2, Paragraphs 0004-0006). 

53. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and AAPA to 
selectively apply delivery confirmation and return receipt options to one or more 
of a plurality of email addresses because they each deal with applying delivery 
options to emails. Furthermore, the teaching of AAPA to apply delivery 
confirmation and return receipts to emails allow the system to receive email 
confirmations, allowing the sender to verify that his emails have been received. 

54. As per claim 8, claim 8 describes the method carried out by the apparatus 
of claim 22. Claim 8 is rejected for the same reasons as claim 22. 

55. Claims 10 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gupta as applied to claims 9 and 23 above in view of 
Applicant Admitted Prior Art (AAPA). 

56. As per claim 24, Johnson fails to teach the system of claim 23, wherein 
the email delivery options selection window permits selective application of at 
least one of delivery confirmation and return receipt. 

57. The AAPA teaches that systems where in which the user selectively 
applies delivery confirmation and return receipt options to an email were well 
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known in the art at the time the Applicant made the invention (Background, page 
2, Paragraphs 0004-0006). 

58. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Gupta and AAPA to provide 
the option to select delivery confirmation or return receipt options from the 
delivery options selection window because they each deal with applying delivery 
options to emails. Furthermore, the teaching of AAPA to apply delivery 
confirmation and return receipts to emails allow the system to receive email 
confirmations only from those addressees necessary allow the user to receive 
confirmation that his emails had been received by selected addressees. 

59. As per claim 10. claim 10 describes the method carried out by the 
apparatus of claim 24. Claim 10 is rejected for the same reasons as claim 24. 

60. Claims 1 1 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gupta as applied to claims 9 and 23 above in view of Shaw et 
al. (US Patent 6,247,045) hereinafter Shaw. 

61 . As per claim 25, Gupta fails to explicitly teach the system of claim 23, 
further comprising means for sending a separate email for a group of addresses 
that have the same delivery option configuration. 

62. Shaw teaches sending a separate email for groups of addresses that are 
receiving identical messages (col. 7, lines 1-30). 

63. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Gupta and Shaw to send a 
separate email for each group of addressed receiving the same delivery option 
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configuration because they both deal with sending emails to groups of recipients. 
Furthermore, the teaching of Shaw to generate a single email message for all 
addresses receiving the same content would allow conserve bandwidth and 
server resources on the sender's system while still allowing sending messages 
with a variety of delivery options. 

64. As per claim 1 1 , claim 1 1 describes the method carried out by the 
apparatus of claim 25. Claim 1 1 is rejected for the same reasons as claim 25. 

65. Claims 12 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gupta as applied to claims 9 and 23 above in view of Collins 
et al. (US Published Application 2002/0013817) hereinafter Collins. 

66. As per claim 26, Gupta fails to teach the system of claim 23, further 
comprising means for sending a separate email to each address of said plurality 
of addresses. 

67. Collins teaches a system for sending emails to a group of recipients 
wherein a separate copy of the email is generated and sent to each designated 
recipient (Paragraph 0012). 

68. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Gupta and Collins to send 
separate emails with selected delivery options set to for each email addressee 
because they both deal with sending emails to multiple addressees. 
Furthermore, the teaching of Collins would allow provide enhanced privacy for 
the recipients by not transmitting their addresses to the other recipients of the 
email (Collins paragraph 0013). 
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69. As per claim 12, claim 12 describes the method carried out by the 
apparatus of claim 26. Claim 12 is rejected for the same reasons as claim 26. 

70. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson and Thorne as applied to claims 29 and 23 above in view of Shaw et al. 
(US Patent 6,247,045) hereinafter Shaw. 

71 . As per claim 30, Johnson fails to explicitly teach the email system of claim 
29, wherein one of the email client and email server sends a separate email for a 
group of addressees that have the same delivery option configuration, 

72. Shaw teaches a system using an email client 104 to send a separate 
email for groups of addresses that are receiving identical messages (Fig. 1 , col. 
7, lines 1-30). 

73. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Shaw to send a 
separate email for each group of addressed receiving the same delivery option 
configuration because they both deal with sending emails to groups of recipients. 
Furthermore, the teaching of Shaw to generate a single email message for all 
addresses receiving the same content would allow conserve bandwidth and 
server resources on the sender's system while still allowing sending messages 
with a variety of delivery options. 

74. Claim 31 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson and Thorne as applied to claim 29 in view of Collins et al. (US Published 
Application 2002/0013817) hereinafter Collins. 
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75. As per claim 31 , Johnson fails to teach the email system of claim 29, 
wherein one of the email client and email server generates and sends a separate 
email to each addressee. 

76. Collins teaches a system for sending emails to a group of recipients 
wherein a separate copy of the email is generated and sent to each designated 
recipient (Paragraph 0012). 

77. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Collins to send 
separate emails with selected delivery options set to for each email addressee 
because they both deal with sending emails to multiple addressees. 
Furthermore, the teaching of Collins would allow provide enhanced privacy for 
the recipients by not transmitting their addresses to the other recipients of the 
email (Collins paragraph 0013). 

78. Claims 32 and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson and Thorne as applied to claim 29 in view of Gupta 
(US Published Application 2002/0194341). 

33. The email system of claim 32, wherein one of the email client and email 
server matches a second set of addressees with the first set of addressees and 
automatically sets delivery options saved with respect to the first set of 
addressees. 

79. As per claim 32 as construed, Johnson fails to teach the email system of 
claim 29, wherein one of the email client and email server saves a configuration 
of delivery option settings that is associated with a first set of addressees. 
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80. Gupta teaches saving delivery options associated with groups of email 
addresses (Paragraph 0066; configurations or options are retrieved implying that 
they were previously saved). 

81 . It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Gupta to save 
the configuration of delivery options associated with a first set of addresses 
because they both deal with sending email messages to groups of addressees. 
Furthermore, the teaching of Gupta to save the delivery options would make 
them available for retrieval to assign to future emails to the same addressees 
(Gupta, Paragraph 0067). 

82. As per claim 33, Johnson fails to explicitly teach the email system of claim 
32, wherein one of the email client and email server matches a second set of 
addressees with the first set of addressees and automatically sets delivery 
options saved with respect to the first set of addressees. 

83. Gupta teaches matching a second set of addresses with the saved options 
and automatically setting delivery options based on the saved options (Gupta, 
Paragraphs 0067-0068). 

84. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and Gupta to save 
the configuration of delivery options associated with a first set of addresses and 
to use the saved configuration to set delivery options on a second set of 
addresses because they both deal with sending email messages to groups of 
addressees. Furthermore, the teaching of Gupta to set delivery options based on 
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a saved configuration would allow automatically configuring options for a set of 
email addresses thus saving time and labor for users (Gupta, Paragraph 0069). 

85. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson and Thorne as applied to claim 29 in view of Applicant Admitted Prior 
Art (AAPA). 

86. As per claim 34, Johnson fails to teach the email system of claim 34, 
wherein the delivery options comprise delivery confirmation and return receipt. 

87. The AAPA teaches that systems where in which the user selectively 
applies delivery confirmation and return receipt options to an email were well 
known in the art at the time the Applicant made the invention (Background, page 
2, Paragraphs 0004-0006). 

88. It would have been obvious to one of ordinary skill in this art at the time 
the invention was made to combine the teaching of Johnson and AAPA to 
selectively apply delivery confirmation and return receipt options to one or more 
of a plurality of email addresses because they each deal with applying delivery 
options to emails. Furthermore, the teaching of AAPA to apply delivery 
confirmation and return receipts to emails allow the system to receive email 
confirmations, allowing the sender to verify that his emails have been received. 

Conclusion 

89. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following patents and publications are cited to further 
show the state of the art with respect to "System and method for selective 
application of email delivery options". 
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